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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. Determining the hottest temperature in the 
heterogeneously catalyzed gas-phase oxidation is critical or essential to the practice of 
the invention, but is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 
188 USPQ 356 (CCPA 1976). 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The phrase "and/or" renders the claim indefinite because it is 
unclear whether all the limitations following the phrase are part of the claimed invention. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 2, 4, 5, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Meier zu Koecker et al 4528170. 

5. Regarding claims 1 and 2, Meier zu Koecker discloses a process for burning in a 
combustion chamber an exhaust gas containing oxygen and a combustible component 
(col. 2, lines 14-16), which exhaust gas originates from the heterogeneously catalyzed 
gas-phase oxidation of an organic compound (col. 1, lines 54-56), which comprises 
heating the exhaust gas to a temperature in the range from 300C to a temperature 
which corresponds to the hottest temperature in the heterogeneously catalyzed gas- 
phase oxidation and is above 300C (col. 1 , line 57), and feeding the exhaust gas at this 
temperature to the burner head (col. 3, lines 35-40). 

6. Regarding claim 4, the specific range disclosed by Meier zu Koecker is 540C to 
600C (col. 8, line 23), which is below the lower explosive limit. 

7. Regarding claim 5, the exhaust gas (Fig. 1, element 1) is heated by a heat 
exchanger (Fig. 1, element 2) which is heated by the flue gas being liberated by 
combustion (Fig. 1, element A). 
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8. Regarding claim 8, Meier zu Koecker discloses a process for treating: n-butane 
and isobutene (col. 2, line 35), o-xylene (col. 2, lines 39, 40), propane (col. 2, line 47), 
and ethylene oxide (col. 2, line 51). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Meier zu 
Koecker. 

12. As noted above in the 35 U.S.C. 102(b) rejection, Meier zu Koecker discloses a 
temperature range for a combustion burning process, but not the narrower range 
claimed in claim 3. 

13. However, the courts have held that changing temperature is an unpatentable 
modification, unless new and unexpected results occur. The results must be different in 



Application/Control Number: 10/765,987 Page 5 

Art Unit: 3749 

kind and not just in degree (In Re Aller, also MPEP 2144.05 II). Applicant discloses that 
the narrowest range in claim 3 is preferred because a higher temperature decreases the 
level of contamination present in the gas stream (page 5, lines 29-31 of the 
specification). This is not a new and unexpected result. 

14. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the Meier zu Koecker invention by varying the 
temperature range of operation in order to optimize the range. 

15. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Meier zu Koecker in view of Colagiovanni 5297954. 

16. Meier zu Koecker, as discussed above, discloses the claimed limitations with the 
exception of a bypass valve used to control the temperature of the exhaust gas. 

1 7. Colagiovanni discloses an apparatus for treating pollutants including a 
temperature sensor (22), a bypass valve (20), and a heat exchanger (18). The 
temperature sensor measures the temperature of the gas stream, and the bypass valve 
is used to redirect some of the hot gases away from the heat exchanger in order to 
control the temperature of the gas stream (col. 3, lines 40-45). 

1 8. Regarding claim 7, the temperature at the outlet of the heat exchanger is 
controlled via the volumetric flow rate of the flue gases (col. 2, lines 46-51). As the 
volume of the flue gases passing through the bypass valve increases, the temperature 
at the outlet of the heat exchanger must necessarily decrease because a greater 
percentage of the now combined flow was not warmed in the heat exchanger. 
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1 9. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the Meier zu Koecker invention with the temperature 
control system of Colagiovanni in order to control the temperature of the gas entering 
the combustion chamber (col. 3, lines 12-15). 



Conclusion 

20. The prior art made of record on the attached form PTO-892 and not relied upon 
is considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sarah Suereth whose telephone number is (571) 272- 
9061 . The examiner can normally be reached on Monday to Thursday 7:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ehud Gartenberg can be reached on (571) 272-4828. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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